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DETAILED ACTION 



Double Patenting 



1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-20 of 
copending Application No 1 1/193,460. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because they claim the same subject 
matter of an input device for scrolling images on a display having a finger-engagable 
control member having rotation sensor and a tilt sensor. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Comparing two copending applications as below: 


10/760,466(claim 1) 


11/193, 460(claims 13 and 14) 


An input device for scrolling an image 


An input device for scrolling an image 


comprising a housing having at least one 


comprising a housing having at least one 


opening 


opening 






A scroll wheel assembly provide within 


A finger-engagable control member 


said housing, said scroll wheel assembly 


provided within said housing and having a 


including a rotatable member that is 


portion extending through said opening 


rULdldUlu dUUUl d Mibl dXlo exiencnny 
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movable about a second axis within said 


endlessly rotatable about a rotating axis 


opening, said first axis and said second 


extending within the housing and tiltable 


axis being perpendicular to each other; 


about a tilting axis, 






A movement sensing system configured 


A rotation sensor for sensing rotation of 


to sense rotational movement of said 


the finger-engagable control member; 


rotatable member about said first axis for 


wherein when the finger-engagable 


<5Prnllinn thp imflrip in a fir^t QfTollinn 
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direction; 


transmitted to scroll the image in a first 




scroll direction and wherein when the 




finger-engagable control member is 




pivoted, a signal is transmitted to scroll 
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second scroll direction being 
perpendicular to the first scroll direction; 






A sensor for detecting an extension force 
based on the pivotal movement of said 
rotatable member about the second axis 
for scrolling the image in a second 
scrolling direction perpendicular to the first 

cprnllinn Hirpptirnr \A/hprpin thp imanp ic 

operable to scroll in the second direction 
responsive to the detected extension 
force. 


A tilt sensing system that determines 
when said rotatable member is pivoted 
relative to the housing in a direction 
perpendicular to the axis. 



3. Claims 1-12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-21 of copending 
Application No 1 1/193,483. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because they claim the same subject matter of 
an input device for scrolling images on a display having a finger-engagable control 
member having rotation sensor and a tilt sensor. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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10/760,466(claim1) 


1 1/193, 483(claims1 and 2) 


An input device for scrolling an image 


An input device for scrolling an image; 


comprising a housing having at least one 


said device comprising a housing having 


opening 


an opening 






A scroll wheel assembly provide within 


A finger-engagable control member 


said housing, said scroll wheel assembly 


provided within the housing and having a 


including a rotatable member that is 


portion extending through said opening 


rotatable about a first axis extending 


permitting user manipulation thereof, the j 
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opening, said first axis and said second 


extending within the housing and tiltable 


axis being perpendicular to each other; 


about a tilting axis, 






A movement sensing system configured 


A rotation sensor for sensing rotation of 


to sense rotational movement of said 


the finger-engagable control member; 


rotatable member about said first axis for 


wherein when the finger-engagable 


scrolling the image in a first scrolling 


control member is control rotated, a signal 


direction; 


is transmitted to scroll the image in a first \ 
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finger-engagable control member is titled, 




a signal is transmitted to scroll image in a 




second scroll direction, the second scroll 
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direction being perpendicular to the first 
scroll direction; 






A sensor for detecting an extension force 
based on the pivotal movement of said 
rotatable member about the second axis 
for scrolling the image in a second 
scrolling direction perpendicular to the first 
scrollina direction: wherein the imaae is 
operable to scroll in the second direction 
responsive to the detected extension 
force. 


A tilt sensing for sensing tilting of the 
finger-engagable control member. 



4. Claims 13-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-20 of 
copending Application No. 11/193,460 in view of Takinami(6,016,110). 



This is a provisional obviousness-type double patenting rejection. 

The copending Application No. 1 1/193,460 fail to disclose a first speed will be 
changed to a second speed which is greater than the first speed if the period time is 
greater than a predetermined period of time. 

Takinami teach a first scrolling speed(Vb) will be changed to a second speed(e.g. 
Vc or Vd) which is greater than the first speed(Vb) if the period time is greater than a 
predetermined period of time(see figure 2; column 1, lines 61-68 and column 2, lines 1- 



Application/Control Number: 10/760,466 Page 7 

Art Unit: 2629 

13). It would have been obvious to have modified the copending 

application^ 1/193,460) as modified with the teaching of Takinami, so a user could be 

more fast to reach the information that he/she is looking for. 

5. Claims 13-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable overclaims 1-20 of 
copending Application No. 1 1/193,483 in view of Takinami(6,016,110). 

This is a provisional obviousness-type double patenting rejection. 

The copending Application No. 1 1/193,483 fail to disclose a first speed will be 
changed to a second speed which is greater than the first speed if the period time is 
greater than a predetermined period of time. 

Takinami teach a first scrolling speed(Vb) will be changed to a second speed(e.g. 
Vc or Vd) which is greater than the first speed(Vb) if the period time is greater than a 
predetermined period of time(see figure 2; column 1, lines 61-68 and column 2, lines 1- 
13). It would have been obvious to have modified the copending 
application^ 1/193,483) as modified with the teaching of Takinami, so a user could be 
more fast to reach the information that he/she is looking for. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differenc! es between 
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the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claim 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deruginsky et al(6,555,768) in view of Naoyuki(JP 2000-200147). 

As to claims 1-12, Deruginsky et al teach an input device for scrolling an image 
comprising a housing having at least one opening(see figure 4); a scroll wheel assembly 
provide within the housing(see figures 1 , 4; column 2, lines 1-8; column 3, lines 58-63 
and column 5, lines 36-40); the scroll wheel assembly(2) including a rotatable 
member(2) that is rotatable about a first axis extending within the housing and 
privoatally movable about a second axis within the opening, the first axis and the 
second axis being perpendicular to each other(see figures see figures 1,4; column 2, 
lines 1-8; column 3, lines 58-63; column 5, lines 36-68 and column 6, lines 1-27); a 
movement sensing system(40) configured to sense rotational movement of the rotatable 
member(2) about the first axis for scrolling the image in a first scrolling direction(vertical 
direction, up or down)(see figures 1-3; column 2, lines 1-8; column 3, lines 44-63; 
column 4, lines 23-68; column 5, lines 1-13 and lines 36-55; and column 6, lines 47-56); 
a sensor(8,9, see figure 3) for detecting an extension force based on the pivotal 
movement of said rotatable member(2) about the second axis for moving the image in a 
second direction(horizontal, left or right, pressed the roller member(2) to the arrow 1 1 , 
the item on a display moving left, pressed the roller member(2) to the arrow 13), the 
item on a display moving right) perpendicular to the first scrolling direction(vertical, up or 
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down); wherein the image(the item) is operable to move in the second 
direction(horizontal, left or right) responsive to the detected extension force(see figures 
1-3; column 5, lines 60-68; column 6, lines 1-56; and column 8, lines 37-65). 

Deruginsky et al teach when a user pressed the roller member(2) to the arrow 
1 1 , the item on a display moving left, when a user pressed the roller member(2) to the 
arrow 13, the item on a display moving right (see figures 1-3 and column 8, lines 56-65). 
Deruginsky et al fail to point out moving an image is scrolling an image. 

Naoyuki teaches a method for scrolling image on a display and providing a 
horizontal scrolling of an image(210c, 210d) when the rotatable member(202 or 212) is 
pivoted about a second axis(horizontal axis)(see figures 1 , 2, 4-5 and paragraphs 8-14). 
It would have been obvious to have modified Deruginsky et al with the teaching of 
Naoyuki, so as to allow a user viewing more information in a horizontal direction on a 
display(see Deruginsky's figure 2-3 and column 8, lines 56-65). 

As to claim 2, Deruginsky et al teach rotatable member is laterally movable along 
the axis(horizontal) within the opening(see figures 1-4; column 5, lines 60-68 and 
column 6, lines 1-27). 

As to claim 3, Deruginsky et al teach the rotatable member including raised side 
edge and a concave recessed center section(see figure 1). 

As to claim 4, Deruginsky et al teach the scroll wheel assembly having a shaft 
member (36, 2b) along the first axis(vertical axis) and the rotation member(2) being 
coupled to the shaft member(36, 2b); and the shaft member(2b, 36) being pivotally 
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movable about the second axis(horizontal axis)(see figure 1 , 3 and column 6, lines 47- 
65). 

As to claim 5, Deruginsky et al teach the scroll wheel assembly include a support 
member configured for supporting the shaft(36, 2b) and the support being pivotally 
movable about the second axis(horizontal axis)(see figures 1 , 3-4; column 6, lines 30- 
65;column 7, lines 38-49 and column 8, lines 9-41). 

As to claim 6, Deruginsky et al teach a shaft supporting system for permitting 
shaft member(36, 2b) and the rotatable member(2) to float within the housing(see 
figures 1 , 3 and 4). 

As to claim 7, Deruginsky et al teach the shaft supporting system having a pair of 
arms for supporting a portion of the shaft(36, 2b) and a resilient member positioned 
between each the cradle and the housing for supporting a respective one of the cradles 
within the housing(see figures 1, 3-4; claims 11-13, 26; column 3, lines 10-22; column 7, 
lines 38-49 and column 8, lines 27-37). 

As to claim 8, Deruginsky et al teach a scroll wheel assemblyhaving a 
bracket(see figures 1 and 4). 

As to claims 9-12, Naoyuki teaches a scrolling input device for controlling the 
scrolling speed by sensing the pressure applied to the input device(see figures 1-6, 9- 
1 1 ; abstract and paragraphs 39-45). It would have been obvious to have modified 
Deruginsky et al with the teaching of Naoyuki, since to apply pressure on a scrolling 
device to control scrolling speed is more easy and precise than to use scrolling wheel 
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rotation speed because controlling the wheel rotation speed is difficult to achieve by a 
finger manipulation. 

As to claim 9, Deruginsky et al as modified teach a method for sensing a first 
tensile force and a second tensile force greater than the first tensile force(pressure 
sensing)(see Deruginsky' s figure 1 , 3 and Naoyuki's figures 1-6, 9-1 1 ; abstract and 
paragraphs 39-45 

As to claims 10-12, Deruginsky et al as modified teach a method for scrolling an 
image(an item) in a horizontal direction when a user pressed the roller member(2) to 
the arrow 1 1 or 13(see figures 1-3 and column 8, lines 56-65). 
8. Claim 13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deruginsky et al(6,555,768) in view of Naoyuki(JP 2000-200147) and 
Takinami(6,016,110). 

Claims 13-20, Deruginsky et al as modified fail to disclose a first speed will be 
changed to a second speed which is greater than the first speed if the period time is 
greater than a predetermined period of time. 

Takinami teach a first scrolling speed(Vb) will be changed to a second speed(e.g. 
Vc or Vd) which is greater than the first speed(Vb) if the period time is greater than a 
predetermined period of time(see figure 2; column 1, lines 61-68 and column 2, lines 1- 
13). It would have been obvious to have modified Deruginsky et al as modified with the 
teaching of Takinami, so a user could be more fast to reach the information that he/she 
is looking for. 
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As to claims 13-14, 17 and 19, Deruginsky et al as modified teach an input 
device for scrolling an image on a display comprising a housing and a scroll wheel(2) 
being rotatable relative to the housing about an axis to causing the image in a first 
direction(vertical direction, up and down) and the scrolling wheel being pivotally 
displaceable relative to the housing cause scrolling in a second direction(horizontal 
direction, left and right)(see figures 1-4 column 5, lines 60-68; and column 8, lines 56- 
65). 

As to claim 15, Naoyuki teaches the input device is a mouse(see figures 4-5). 

As to claim 16, Naoyuki teaches computer input device is a keyboard(see figure 
17 and paragraphs 69-70 of the machine translation). 

As to claim 18, Deruginsky et al teach the rotatable member(2) is laterally 
movable long a shaft(36, 2b) extending within the opening(see figures 1 , 3-4; column 6, 
lines 30-65;column 7, lines 38-49 and column 8, lines 9-41). 

As to claim 20, Deruginsky et al as modified teach a support member assembly 
pivotable with the rotatable member(2), the supporting member assembly including 
laterally extending arms, wherein the sensing system is configured to contact opposing 
lateral sides of the support member when the rotatable member(12) is moved 
laterally(see figures 1, 3; column 5, Nines 56-68; column 6, lines 1-65; column 8, lines 
16-65). 
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Conclusion 



9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Oshizawa et al(5,680,312) teach a scrolling speed will be automatically increase 
when the scrolling key(58) is depressed for more than a predetermined time; e.g. three 
seconds(see figure 2b; column 4, lines 53-68 and column 5, line 1 ). 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lun-yi Lao whose telephone number is 571-272-7671. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached on 571-272-7681. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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July 24, 2006 

Lun-yi Lao 
Primary Examiner 



